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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

 

In Re Registration Number    :  4,156,487   

Opposition Filing Date :  March 4, 2015 

Opposition Number   :   92/058956 

Registered  Marks   :             MAICO DESIGN MARK 

 

__________________________________________ 

       } 

 GARY KORTZ                          } 

     Opposer, }    OPPOSER’S FIRST AMENDED 

       } PETITION FOR CANCELLATION 

  v.     }    

       }   

 578539 B.C. LTD,                                          } 

                 TA CANADIAN MAICO   } 

    Mark’s Registered Owner, } 

__________________________________________} 

        

Commissioner for Trademarks 

Attention :  Trademark Trial and Appeal Board 

P.O. Box 1451 

Alexandria, VA 22313-1451 

 

 

OPPOSER’S FIRST AMENDED PETITION FOR CANCELLATION  

 

 

Opposer , Gary Kortz, by his attorney, Ken Dallara, Attorney at Law, submits this First Amended 

Petition  to his original petition dated  April 1, 2014  filed with the Trademark Trial and Appeal Board as 

directed by this Board in response to 578539 B.C. LTD,  TA CANADIAN MAICO  Motion   for 

Judgment on the Pleadings.  Opposer’s submits the following Amended Answer : 

1. 578539 B.C. LTD,   TA CANADIAN MAICO (“CANADIAN MAICO”)  is the alleged owner of 

Federally Registered Trademark under Registration No  4,156,487 for the trademark M MACIO 

and Designs associated therewith said MAICO Mark ( “MAICO MARK”), Canadian Maico 

having applied for said Mark on January 11, 2011. 

2. CANADIAN MAICO allegedly filed U.S. Trademark Application Serial No. 85/222,759 (the 
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“Application”), which is the subject of this Cancellation , on January 21, 2011 , based on its 

purported use of the design mark “MAICO”  in connection with “Motorcycles for Motocross” in 

International Class 12. 

 

3. CANADIAN MAICO alleges that the first use of the Mark anyway occurred on December 1, 

2002 and their first use in commerce occurred on December 1, 2002. 

4. Opposer operates a MAICO distributorship named SOCAL MAICO, said distributorship 

operating continually from January of 2009. 

5. Opposer filed his Petition for Cancellation on April 1, 2014 alleging Genericness, Likelihood of 

Confusion, Deceptiveness, False suggestion of a connection and Torres v Cantine Torresella S.r.l 

Fraud. 

6. Opposer has been granted the right to amend his petition based solely on the Likelihood of 

Confusion and Ownership grounds. 

 

OPPOSER HAS STANDING AS AN AFFECTED THIRD PARTY TO REGISTRATION OF A 

MARK  

7. Opposer has standing to bring this action as he will be directly affected by the continued 

registration of the MAICO Mark.  A plaintiff need not assert proprietary rights in a term in order 

to have standing.   International Nutrition Co. v. Horphag Research Ltd., 220 F.3d 1325, 55 

USPQ2d 1492, 1496 (Fed. Cir. 2000); Books on Tape Inc. v. Booktape Corp., 836 F.2d 519, 5 

USPQ2d 1301, 1302 (Fed. Cir. 1987);  For example, when genericness of the mark is in issue, 
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Opposer  may plead (and later prove) its standing by alleging that it is engaged in the sale of the 

same or related products or services and that the opposer has an interest in using the term 

descriptively in its business.  That is, opposer may plead that it is a competitor. Plyboo America 

Inc. v. Smith & Fong Co., 51 USPQ2d 1633, 1634 (TTAB 1999)  states that an “opposer has 

standing where opposer is a competitor in the industry, a direct competitor of applicant, and one 

who used the mark at issue on or in connection with its product”. 

 

CANADIAN MAICO CAN NOT ESTABLISH AN OWNERSHIP INTEREST IN THE MAICO 

MARK  AS THERE HAS BEEN CONTINUOUS USE BY OTHERS PRIOR TO 

REGISTRANTS FIRST DATE OF USE  

8. Opposer alleges that the “MAICO” plain word portion of the alleged CANADIAN MAICO Mark 

refers to motorocycles made from 1926 to 1986 by Maicowerk A.G. in West Germany and sold 

into the United States as early as 1969 that bear the MAICO name and logo.  Opposer also alleges 

that the Stylized Logo registered by CANADIAN MAICO  was also used prior to 1969, though 

the exact date is uncertain at this time.  Though Maicowerk A.G went bankrupt in or about 1983,  

Maico Motorcycles  has had a succession of company owners who have produced Motorbikes, 

Motorbike accessories and Motorbike parts for distribution throughout the world and in particular 

in the United States.  The alleged CANADIAN MAICO Mark has been in use by Maicowerk 

A.G. as well as the subsequent owners in the exact form or one closely resembling the Mark in 

the Unites States since at least 1969. 

9. Since at least 1981, MAICO Motorcycle parts and accessories have been sold by a variety of 

retailers and wholesalers, said parts and accessories being sold under the MAICO name and some 

bearing the MAICO design Mark allegedly registered by CANADIAN MAICO. 

10. In or about 1991, Mr. Ronnie Smith, allegedly became the sole authorized distributor of MAICO 

Motorcycles, under the company name of US MAICO, for MAICO motorcycles, parts and 
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accessories in the United States, under authorization from the German company who had 

purchased the Maicowerk A.G. out of bankruptcy.    

11. Mr. Smith on or about June 11, 2001, allegedly proceeded to file for and obtain Federal 

Trademark 2,563,878 (‘878 Mark) for AN ILLUSTRATION DRAWING WITH WORD(S) 

/LETTER(S)/ NUMBER(S) IN STYLIZED FORM with the word MAICO, claiming use in 

commerce from June 1, 1981.  (Federal Registration attached as Exhibit A).  It is critical to note 

that the Specimen presented to this Office by Mr. Smith showed use of the exact same stylized 

Logo the CANADIAN MAICO is now claiming. (Exhibit B) 

12. In January of 2006, Mr. Smith allegedly  sold all of the assets of US MAICO to Mr. Eric Cook of 

MAICO ONLY ( Exhibit C), and Mr. Cook has continued to use the MAICO Marks. In fact, 

CANADIAN MAICO has continued to purchase his parts from Mr. Erick Cook of MAICO 

ONLY as well as a host of other retailers, all of whom pre-date CANADIAN MAICO.  

13. CANADIAN MAICO first started purchasing MAICO parts and accessories from Mr. Cook since 

1999 and became a parts dealer  under MAICO ONLY  in or about September of 2007. (Exhibit 

D)   

14. Mr. Cook and others have allegedly continually used the Mark in commerce since prior to 1996 

(Exhibit E) . [T]he right to a particular mark grows out of its use, not its mere adoption. . . .” The 

use requirement remains one of the most firmly imbedded principles in all of U.S. trademark law, 

and use in commerce is a cornerstone of the Lanham Act. 28 - United Drug Co. v. Rectanus Co., 

248 U.S. 90, 97 (1918). 

15. Table below shows various companies first of date of use of the MAICO Mark and name which 

shows that not only was the use continuous since 1981 through today but that CANADIAN 

MAICO does not have any superior ownership claim as ownership is predicated on use.  “A party 
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can acquire protectable trademark rights only through use of the mark in connection with its 

product and where that use predates the continual use by others. Specht v. Google Inc., No. 11-

3317 (7th Cir. 2014), quoting New West Corp. v. NYM Co. of Cal., Inc., 595 F.2d 1194, 1200 (9th 

Cir. 1979)).   It is impossible for CANADIAN MAICO to assert any ownership rights as 

Maicowerks US, Northwest Maico, US MAICO, and MAICO ONLY’s use predates 

CANADIAN MAICO’s use in commerce. 

 

FIRST DATE OF USE OF CANADIAN MAICO (CM) USE AS RELATED TO OTHER 

SUPERIOR USERS FIRST DATE OF CONTINUOUS USE  

 

  

1981 1991 1996 1999 2002 

 

2006 2009 

 

Today 

Maicowerks (US)

 

  
 

Northwest Maico

 

  

US MAICO

 

  

 MAICO ONLY

  

  

CM Purchased Parts

   

  

CM First Date of Use

     

  

Opposer Use

       

  

                                                                    Date of First CM Use 12/1/02 

Opposer alleges that due to the continuous use by MAICO ONLY, who have appropriated the 

mark and "`use in a way sufficiently public to identify or distinguish the marked goods in an 

appropriate segment of the public mind as those of [the adopter of the mark].'" (Specht v. Google 

Inc., No. 11-3317 (7th Cir. 2014), quoting New West Corp. v. NYM Co. of Cal., Inc., 595 F.2d 

1194, 1200 (9th Cir. 1979)).    

16. Opposer alleges that there any many companies who have superior rights to the MAICO Mark 

and  have used the name as MAICO in describing their Motorcycle parts, in the manufacturing of 

parts for MAICO Motorcycles as well as in the sale of MAICO decals and merchandise.  
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17. Opposer alleges that ownership of the Mark lies between the superior users who have used the 

Mark prior to December 1, 2002, the date of first use by CANADIAN MAICO.   Ownership is 

key to registration and standing to assert their rights. 

 

FAILURE TO ACHIEVE OWNERSHIP WILL ALSO  

VOID TRADEMARK REGISTRATION 

18.  The ownership [of a Mark]  is a material fact that the PTO would rely upon when deciding 

whether to grant a trademark. STROME v. DBMK ENTERPRISES, INC. USDC, N.D. California. 

November 19, 2014. 

19. Specifically, pursuant to TMEP Section 1201.02(b), “[a]n application based on use in commerce 

under 15 U.S.C. 1051(a) must be filed by the party who owns the mark on the application filing 

date. If the applicant does not own the mark on the application filing date,  the application is 

void.” TMEP § 1201.02(b) (emphasis added) (citing 37 C.F.R. 2.71(d); Huang v.Tzu Wei Chen 

Food Co. Ltd., 849 F.2d 1458, 7 USPQ2d 1335 (Fed. Cir. 1988) and Great Seats,Ltd. v. Great 

Seats, Inc., 84 USPQ2d 1235 (TTAB 2007)) 

20. Opposer alleges that CANADIAN MAICO  cannot “own” the MAICO Mark as they are merely 

junior rights holders to the senior rights holders who have used the Mark in commerce for 

decades prior to CANADIAN MAICO’s first use.   Use predicates rights! 

 

MARK WAS NEVER ABANDONED THROUGH NON-USE 

21. The ‘878 Mark was cancelled for failure to file Section 8 Declarations of  Use in January of  

2009,  said failure was due to Mr. Cook’s naivety as to the required maintenance of the MAICO 

Trademark that he had been using since the purchase of all of the assets of US MAICO.   

22. Unintentional failure to maintain registration does not abandon the Mark.   

“It is fundamental that ownership of a mark is acquired by use, not by registration. One 

must be the owner of a mark before it can be registered. The right to use is unaffected 

either by failure to register or expiration of a registration. Not even the right to exclude is 
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obtained from registration of trademarks and service marks.   Holiday Inn v. Holiday Inns, 

Inc., 534 F.2d 312, 319, n. 6, 189 USPQ 630 (1976) 

 

Opposer alleges that MAICO ONLY, a supplier of MAICO products to the Opposer, has 

continual use of the MAICO Marks not affected by the alleged abandonment of the Federally 

Reigstered Mark. 

23. Though the ‘878 Mark was cancelled , Mr. Cook and others have allegedly been using the 

MAICO Marks since his purchase of the assets of US MAICO.   

24. Mr. Cook was not familiar with the need to have the trademark registration transferred over to 

MAICO ONLY after the sale, but lack of assignment also does not negate his ownership thereof.  

The Board has held that " [n]either a formal assignment nor recordation of an assignment in the 

Patent and Trademark Office is necessary to pass title or ownership to common law or statutory 

trademark rights." American Manufacturing Co. v. Phase Industries, Inc., 192 USPQ 498, 500 

(TTAB 1976) 

 

ALTERNATIVELY, EVEN IF MARK WAS ABANDONED THROUGH NON-USE BY 

ORIGINAL OWNER, MARKS FALLS TO THE PUBLIC DOMAIN AND USE  

PRIORITIZES OWNERSHIP   

25. Specifically, it appears the CANADIAN MAICO  may try to show that US MAICO  abandoned 

its trademark, invoking the principle that where "an owner ceases to use a mark without an intent 

to resume use in the reasonably foreseeable future, the mark is said to have been `abandoned.' . . . 

[BUT] Once abandoned, a mark returns to the public domain and may, in principle, be 

appropriated for use by other actors in the marketplace . . . in accordance with the basic rules of 

trademark priority."  It is axiomatic in trademark law that the standard test of ownership is priority 

of use." ITC Ltd. v. Punchgini, Inc., 482 F.3d 135, 147 (2d Cir. 2007) (internal citations omitted) 

26. The first party to use an abandoned trademark in a commercially meaningful way after its 

abandonment, is entitled to exclusive ownership and use of that trademark.”; General Cigar Co., 
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Inc. v. G.D.M, Inc., 988 F. Supp. 647, 658 (S.D.N.Y. 1997).  CANADIAN MAICO believes that 

he who is first to file gets the Mark, but it is USE not FILING STATUS that controls ownership.  

“It is fundamental that ownership of a mark is acquired by use, not by registration... The right to 

use is unaffected either by failure to register or expiration of a registration.   Holiday Inn v. 

Holiday Inns, Inc., 534 F.2d 312, 319, n. 6, 189 USPQ 630 (1976) 

27. Thus, so long as a person is the first to use a particular mark to identify his goods or services in a 

given market after abandonment, and so long as that owner continues to make use of the mark, he 

is "entitled to prevent others from using the mark to describe their own goods" in that market. 

Defiance Button Mach. Co. v. C & C Metal Prods. Corp., 759 F.2d 1053, 1059 (2d Cir.1985); see 

also Sengoku Works v. RMC Int'l, 96 F.3d 1217, 1219 (9th Cir. 1996).   As the table shows, 

CANADIAN MAICO is not the first to use, and thus has no ownership rights to prevent others 

from using the Mark. 

LIKELIHOOD OF CONFUSION 

28. As alleged, CANADIAN MAICO, is a relative newcomer to the MAICO scene.  As alleged, there 

are several companies, picked out of many, that have used the Mark since 1981 at least.  

29. "The first to use a mark is deemed the `senior' user and has the right to enjoin `junior' users from 

using confusingly similar marks in the same industry and market or within the senior user's 

natural zone of expansion.".  Sebastian Brown Productions LLC V. Muzooka Inc., Case No. 15-

CV-01720-LHK United States District Court, N.D. California, San Jose Division. March 14, 

2016. 

30. However, actual sales are not necessary to establish trademark rights. Rather, the party seeking 

trademark right must show appropriation of the mark and "`use in a way sufficiently public to 

identify or distinguish the marked goods in an appropriate segment of the public mind as those of 
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[the adopter of the mark].'" (Specht v. Google Inc., No. 11-3317 (7th Cir. 2014), quoting New 

West Corp. v. NYM Co. of Cal., Inc., 595 F.2d 1194, 1200 (9th Cir. 1979)).  MAICO ONLY, 

amongst others, have adopted the Mark in the Motorcycle segment of commerce and have used 

the MAICO Marks in commerce to identify the Motorcycle Parts and accessories as having a 

particular brand of quality, sizing and fit as the original MAICO motorcycle parts and accessories 

had obtained. 

31. The federal courts use the Sleekcraft factors as a guide and apply them on a case-by-case basis 

with some variation. The common factors considered by courts are: (1) strength of the mark; (2) 

degree of similarity of the goods or services; (3) degree of similarity of the marks; (4) evidence of 

actual confusion; (5) use of the Internet as marketing channels; (6) use of the Internet as 

marketing channels; (7) the alleged infringer’s intent in selecting the mark; and (8) likelihood of 

product lines expansion.. AMF Inc. v. Sleekcraft Boats, 599 F. 2d 341 – 1979.  Consumer 

confusion will be rampant should CANADIAN MAICO be allowed as a junior user to register the 

MAICO MARK . The consumer of MAICO products will now be confused as to the source of 

goods that bear the same MAICO Mark.   Opposer alleges that CANADIAN MAICO’s  Goods do 

not necessarily measure up the standards of the original MAICO brand.  

a. Strength of Mark -  Since there are more than 1,000 MAICO Motorcycles and 

hundreds of thousands of MAICO Motorcycle Parts that are in commerce currently 

bearing the MAICO MARKS,  how will the consumer know which parts are original, re-

manufactured or manufactured by whomever if they all bear the EXACT SAME MARK?  

The Mark is unique and even though not currently being produced, enjoys a cult like 

following of devotees to the MAICO brand of Motorcycle.  
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b. Degree of Similarity of Goods -   Due to the need to have 100% fit, form and 

function for all parts manufactured for MAICO motorcycles, the goods are EXACTLY the 

same, some bearing the EXACT same MAICO logo. The consumer has absolutely no 

means to discover the actual source of goods by looking at the Part that bears the MAICO 

Mark.  Opposer alleges that due to inferior casting of parts by CANADIAN MAICO, that 

the consumer will be confused into purchasing inferior parts that bear the MAICO Mark if 

CANADIAN MAICO has sole use of the Mark. 

c. Degree of Similarity of Mark – CANADIAN MAICO’s Mark is the EXACT 

SAME Mark as the Mark that is currently on thousands of motorcycles, parts and 

accessories.  The consumer has method to discern which parts come from which source of 

goods. In fact, CANADIAN MAICO is trading on that goodwill to control the market. 

d. Use of the Internet as marketing channels – Since very few companies exists 

as brick and mortar stores, sales are almost exclusively done on the Internet.  Since there 

exists a huge stockpile of goods that bear the MAICO Logo, that are not associated with 

CANADIAN MAICO, there is no method available to ascertain the source of goods as the 

goods are exactly the same and so are the MAICO Marks. 

e. Alleged infringer’s intent in selecting the mark – CANADIAN MAICO has 

already attempted to remove Opposer’s website from the Internet as well as allegedly  

taken to various blogs stating that he is the ONLY source for MAICO products.  His intent 

is to seize upon the good will of the MAICO Mark and to have the MAICO community 

beg at the bully’s feet. 

32. The alleged CANADIAN MAICO Marks will create a likelihood of confusion by creating a false 

sense that CANADIAN MAICO has some form of  ownership, dominion and control over the 
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MAICO brands and associated Marks.  Furthermore, the consumer will be confused into believing 

that CANADIAN MAICO is the only authorized reseller of MAICO Motorcycles, parts and 

accessories and that CANADIAN MAICO use of the Marks is authorized by the successor owners of 

the MAICO Motorcycle Company.    CANADIAN MAICO would have the potential to force the 

closure of businesses, including the Opposer, some of whom  have been in operations for decades 

prior to CANADIAN MAICO’s existence, by demanding licenses and royalties for goods that are 

already in commerce today! 

 

 

THEREFORE, Opposer  respectfully requests that Opposer's Amended Petition for Cancellation  be 

granted and that Registration Number 4,156,487, be cancelled; and 

FURTHERMORE, that this cancellation proceeding be used as res judicia or issue preclusion regarding 

Canadian  Maico’s ownership rights to any preexisting MAICO Motorcycle name, logo or likeness 

thereof. 

    

 

Respectfully submitted, 

 

/Ken Dallara/ 

 

 

Ken Dallara, Esq,      Dated :   April 27, 2016 

Attorney for Opposer, Gary Kortz 

 

Law Office of Ken Dallara 

2775 Tapo Street, Suite 202 

Simi Valley, California 93063 

805-297-4510 
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CERTIFICATE OF SERVICE 

 

 

 

1)  I hereby certify that a copy of the OPPOSER’S FIRST AMENDED PETITION  was caused to be 

transmitted to the Trademark Trial and Appeal Board via the ESTTA electronic filing system on 4/27/16. 

 

 

 

 

 

2) I hereby certify that a copy of the OPPOSER’S FIRST AMENDED PETITION  was served upon 

aftmentioned counsel by depositing it with the United States Post Office, postage prepaid,  on 4/27/16 via 

First Class Mail to the following recipient: 

 

  

 

 Law Office of Paul W. Reidl 

                                                 241 Eagle Trace Drive 

         Half Moon Bay, California 94019 

                                                 01.650.560.8530 (office) 

                                                 01.209.613.1916 (cell) 

                                                 paul@reidllaw.com 

 

 

 

 

 

 

 

By : ____/Ken Dallara/______________________ 

          Ken Dallara, Esq - Attorney for Opposer – Gary Kortz 


